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DAY 1

Session 1: IP Basic Definitions

Session 1 Outline:

Discussion (45 mins.):

A. Basic definitions

Patents
Copyrights
Trademarks
Industrial design
Trade secrets

ik wnN e

B. Business processand IP in each process step

C. How IP infringements affect business & consumers

D. Advantages of IPR

Q& A: 5 mins
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Introduction to course and IPR (Intellectual Property Rights)

Thistool kit has been designed asabeginner’s course on Intellectual Property Rights (IPR) in
Pakistan forbusiness owners, startups and those interested in doing business in Pakistan or
create business linkages with the United States.

For additional details, pleaserefertothe materials onthe U.S. Embassy website here:

https://pk.usembassy.gov/embassy-consulates/islamabad/sections-offices/intellectual-

property-rights/? ga=2.83778518.1330025273.1537685238-1863504661.1533211059

A. IP Basic definitions

Patents

“A patent for an invention is grant of exclusive rights to make, use and sell the
invention for a limited period of 20 years. The patent grant excludes others from
making, using, or selling the invention. Patent protection does not start until the
actual grant of a patent. A patent cannot be obtained on a mere idea or suggestion.
Patentapplications are examined forboth technical and legal merit.” ?

“Invention” means any new and useful product or process, in any field of technology
and includesany new and useful improvement of either of them;?

Anyinventionis patentable, ifit meets the following 3requirements3:

i) Is new/novel and does not form part of the state of the art;
ii) Involves aninventivestep;and
iii) Is capable of industrial application.

In Pakistan, patents are applied mainly for products and processes for
medicines/pharmaceuticals, industrial machines, electronics.* Unlike the practice in
the US, IT related software is not patentable under the Patents Ordinance 2000 in
Pakistan. Specificexclusions are covered in section 7of the Ordinance.®

Example:

In Earth Factor (Pvt) Ltd and 2 others v. Patent Office, IPO Pakistan through
Controller and others [2014 CLD 897] a patent was sought for the ‘Rockville Double

1 http://www.ipo.gov.pk/patent fags, Web accessed 12t April,2019.

2 patents Ordinance 2000,
http://ipo.gov.pk/system/files /%28112%29PatentsOrdinance2000_Amendmentsfinal 0.pdf,

3 Sections 7, 8& 9, Ibid..
4 https://afmalik-law.com/patents-registration-in-pakistan/, Web accessed: 14t April 2019.

5 Pleaserefer to FAQs document inthis IPRTool Kit.
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Number SIM’ which was accepted by the Patent Office. However, the decision to grant
the patent was challengedbecausethetechnologyhad alreadyexisted since 1990 and
was in use in other countries and therefore the application did not meetthe criteria
of novelty.

A Sindh High Court judgement held that dual numberSIM is not patentable, “as dual
number SIM is not new to the world and would not fall within the legal as well as
literary definition of invention and novelty and its acceptance would not be in
consonance with established principle of law under Patents Ordinance, 2000.”

Copyrights

“...copyrightcan be defined asthe sole and exclusive liberty of printing or otherwise
multiplying copies of any literary, dramatic, musical and artistic works. It exists in
original literary, dramatic and musical works, and cinematograph films and records.
For the purposes of Copyright Ordinance, there has to be some intellectual property,
literary work, script, lecture, musical work, photograph, cinematograph work and
othersand the original ownerthereof.” ®

Copyright, as definedin Section 3 of the Copyright Ordinance, 1962, as an ‘exclusive
right’ by virtue of the use of literary, dramatic, musical, artistic or cinematographic
works and examined furtherthrough examples as covered by the Ordinance. ’

Example:

In Safdar Hussainv. Mst. Noshi (Nishat) Gillani and others [PLD 2016 Lahore 563],
Noshi Gillani transferred all legal rights of her book for publication and publicity to
Safdar Hussain. The agreement did not stipulate a time period for this transfer of
rights. Safdar Hussain, as the publisher, invested money, incurred expenses, and paid
aroyalty to Noshi Gillani. Meanwhile,the writerallowedanother party to publish the
book and Safdar Hussain challengedthat onthe ground that he had the exclusive right
for publication foranindefinite period of time.

The issue before the court was whetherthe right of publication can be given foran
indefinite period of time orwhethersuch rightislimited totenyears. The Court held
that inview of Section 14 of the Copyright Ordinance, 1962, the right was limited

to 10 years, evenif no period assuch is mentioned in the transferagreement.

6 The State v Muhammad Amin Haroon & Others [2010 PCrLU 518]
7 https://afmalik-law.com/meaning-of-copyright-in-pakistan/, Web accessed: 11t April 2019.

4|Page

Intellectual PropertyRights Course & Tool Kit


https://afmalik-law.com/meaning-of-copyright-in-pakistan/

Trademarks

“ATrademarkis a word, phrase, symbol, and/or design that identifies and
distinguishesthe source of the goods of one party from those of others. Aservice
mark is a word, phrase, symbol, and/or design that identifies and distinguishes the
source of a service ratherthan goods.”®

A "trade mark" means any ‘mark’ (i.e. a device, brand, heading, label, ticket, name
including person name, signature, word, letter, numeral, figurative elements, color,
sound and combination thereof) capable of being represented graphically which is
capable of distinguishing goods or services of one undertaking from those of other
undertakings.®

Example:

In Muhammad Ashraf alias Makkhan v. Muhammad Akram [2016 MLD 389],
Muhammad Ashraf claimed that he had aregistered the trademark “Makkhan Sweets
& Bakers” and therefore had the exclusiveright to use theword ‘Makkhan’. However,
the Trade Marks Registry had allowed a Disclaimer on the word ‘Makkhan’ while
allowingthe registration of the trademark. The disclaimer stipulatedthat there were
no proprietary rights on the word ‘Makkhan’ which means that it could be used by
otherswithoutinfringing onthe trademark.

Industrial design

“An industrial design is the ornamental or aesthetic aspect of an article. The design
may consist of three-dimensional features, such as the shape or surface of an article,
or of two dimensionalfeatures, such as patterns, lines orcolor.

Industrial designs are appliedto awide variety of productsof industryand handicraft:
from technical and medical instruments to watches, jewellery and other luxury items;
from house wares and electrical appliances to vehicles and architectural structures;
fromtextile designstoleisure goods.

An industrial design is primarily of an aesthetic or visual nature, and does not relate
to the technical features of an article.”*°

“Design” means shape, configuration, pattern ornament applied to an article by any
industrial process or means—features which, in the finishedarticle,appealtoand are
judgedsolely by the eye, but does not include a method or principle of construction

8 http://www.ipo.gov.pk/trademark _intro, Web accessed: 12t April, 2019.

9 See Sections 2(xxiv) & 2(xlvii) Trade Marks Ordinance, 2001.
10 http://www.ipo.gov.pk/design_intro, Web accessed 12t April, 2019.
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or features of shape or configuration which are dictated solely by technical and
functional considerations.!

Example:

In ORO Industries and another v. Muhammad Hanif [2017 CLD 546],

ORO Industries claimed thatit was the owner of the design of its pencils, which were
sold under the brand ORO. Subsequentlythey found Muhammad Hanif using the
identical design and appearance of the ORO pencils for his own pencils.

The court held that the design must have an element of newness ororiginality and in
the absence of these, a design cannot be registered under the law. The test of
newness ororiginality must be global, i.e. the design must be new ororiginal all over
the world. The color scheme and appearance of Muhammad Hanif’s pencils were
identical tothat of ORO Industries, therefore he was stopped from selling them.

Trade Secrets

A trade secret is confidential business information which gives an enterprise a
competitive edge. Trade secrets encompass manufacturingor industrial secrets and
commercial secrets. The subject matter of trade secrets is usually defined in broad
terms and includes sales methods, distribution methods, consumer profiles,
advertising strategies, lists of suppliers and clients, and manufacturing processes.
While what determines what atrade secretis dependson eachindividual case, clearly
unfair practices with respect to secret information include industrial or commerdial
espionage, breach of contract, and breach of confidence.*?

“An SME develops a process for the manufacturing of its products that allows it to
produce its goods in a more cost-effective manner. Such a process provides the
enterprise a competitive edge over its competitors. The enterprise in question may
therefore value its know-how as a trade secret and would not want competitors to
learn about it. It makes sure that only a limited number of people know the secret,
and those who know itare made well aware thatitis confidential. Whendealing with
third parties or licensing its know-how, the enterprise signs confidentiality
agreements to ensure that all parties know that the informationis a secret. In such
circumstances, the misappropriation of the information by a competitor or by any
third party would be considered aviolation of the enterprise's trade secrets.” 3

11 Section 2(e) Registered Designs Ordinance, 2000.

12 https://www.wipo.int/sme/en/ip_business/trade_secrets/trade_secrets.htm, Web accessed: 13t April,

2019.

13 https://www.wipo.int/sme/en/ip_business/trade_secrets/protection.htm, Web accessed: 12t April,2019.
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Non Disclosure Agreements (NDAs) are recommended to protect trade secrets and
to ensure their non-disclosure to third parties. These agreements bind partiesto
confidentiality and help startups and businesses which want to take all necessary
steps, to protect the disclosure or unauthorized use of their business idea.

B. Businessprocessand IP in eachstep:

Step 1: Inception of ideaforbusiness
Action ltem: Readup on IPRor engage an IP lawyerorexpert.

Step 2: Creation of formulaforproduct and/or production process
(ifapplicable).
Action ltem: ApplyforPatentRegistration

Step 3: Creation of trademark forbusiness/brand
Action ltem:  ApplyforTrademarkregistration
Step 4: Creation of content, material for marketing and sales etc.

Action ltem:  ApplyforCopyright Registration.
Step 5: Business launch
Action Item: AtleastTrademark andif relevant, patentregistrations, should have been

appliedforby now.*

C. How IP infringements affect business and consumers

. Discourage innovation and the creation of new knowledge products.

o Discouragesthe use of innovative technology and slows economicgrowth

o Tarnishesthe goodwillof the business owner.

o Disregards standards safeguards.

. Effects the exclusiverights of the creators and inventors.

o Hampers creativity and invention, and the benefits to society because it discourages
individuals from distributing and sharinginformation and datato keep it
confidential.

. Hamperssocial and financial development.

Innovation drives economic growth and job creation. Protection of IP, through patents,
trademarks and copyrights, is critical to ensuring that firms pursueinnovation. Counterfeiting
and piracy erode the returnsoninnovation and slow economicgrowth because of the negative
impacts on companies, consumers and governments. 1°

14 https://afmalik-law.com/business-process-ip/, Web accessed: 12t April, 2019.

15 The Impact of Intellectual Property Theft on the Economy, August 2012,
ttps://www.jec.senate.gov/public/_cache/files/aa0183d4-8ad9-488f-9e38-7150a3bb62be/intel lectual-
property-theft-and-the-economy.pdf, Web accessed: 12t April,2019.
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D. Advantages of IPR

e Increasesthe marketvalue of yourbusiness.

e Increasesbusiness profits.

e Positionof IPin case of mergeror acquisitionis stronger.
e Convertsideasinto profitgeneratingassets.

e Createsanimage foryourbusiness.

e Assiststoaccess or raise finance foryourbusiness.

e Enhancesexportopportunities foryourbusiness.®

16 https://afmalik-law.com/benefits-of-ipr-registration-for-businesses-in-pakistan-abroad/, Web accessed: 12th
April, 2019.
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