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Session 1, Part 2:

IPR International Treaties & Pakistani Legal Compliance

This session will cover the overview of international organizations that provide IP
protections, namely:

Paris convention (1883)

Berne convention (1886)

TRIPS Agreement, effective 1995.

Patent Cooperation Treaty (To be signed in 2019-2020)
Madrid Agreement and Protocol (To be signed in 2019- 2020)
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1. PARIS CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY (1883)

“The Paris Convention, adopted in 1883, applies to industrial property in the widest
sense, including patents, trademarks, industrial designs, utility models, service
marks, trade names, geographical indications and the repression of unfair
competition. This international agreement was the first major step taken to help
creators ensure that their Intellectual works were protected in other countries.”!

The adoption of the Paris Convention was the first major step taken to help creators
ensure that their intellectual works were protected in other countries. The Convention
applies to patents, trademarks and industrial designs.

The Paris Convention, which concluded in 1883, was revised at Brussels in 1900, at
Washington in 1911, at The Hague in 1925, at London in 1934, at Lisbon in 1958 and
at Stockholm in 1967, and was amended in 1979.

The Convention is open to all states. Instruments of ratification or accession must be
forwarded to the Director General of WIPO (World Intellectual Property
Organization).

The basic aim of the Convention is to grant the same intellectual property protection
to nationals of other contracting states that it grants to its own nationals.

The Convention lays down some common rules that all contracting states must
follow concerning patents, trademarks, industrial design trade names and indication
of source. (For further reading please refer to the WIPO website.?)

Pakistani Law in Line with the Paris Convention:

The basic principles of the Paris Convention are incorporated in the Patents Ordinance
2000 and the Patents Rules 2003. The concepts of “convention application,”
“convention country” and “priority date” are recognised in the Patents Ordinance
2000 now.

! https://www.wipo.int/treaties/en/ip/paris/, Web accessed: 9 April, 2018.
2 https://www.wipo.int/treaties/en/ip/paris/summary paris.html, Web assessed: 4" April, 2019.
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Similarly, the provisions of the Trade Marks Ordinance, 2001 and the Trade Marks
Rules, 2004 also recognise the concept of “convention application,” “convention
country” and “priority date” with respect to trademarks.

BERNE CONVENTION FOR THE PROTECTION OF LITERARY AND ARTISTIC
WORKS (1886)

The Berne Convention deals with the rights of the authors and protection of their
works. It provides creators such as authors, musicians, poets, painters etc. with the
means to control how their works are used, by whom, and on what terms. It is based
on three basic principles and contains a series of provisions determining the
minimum protection to be granted, as well as special provisions available to
developing countries that want to make use of them.3

The basic principle of the Convention is that works originating in one of the contracting
states must be given the same protection in each of the other contracting states as
the latter grants to the works of its own nationals.

Following are among the rights that must be recognized as exclusive rights of
authorization:

= to translate,

= to make adaptations and arrangements of the work,

= to perform in public dramatic, dramatico-musical and musical works,

= to recite literary works in public,

= to communicate to the public the performance of such works,

= to broadcast,

= to make reproductions in any manner or form,

= to use the work as a basis for an audio-visual work, and the right to reproduce,
distribute, perform in public, or communicate to the public that audio-visual
work.

Pakistani Law and Berne Convention

The Copyright Ordinance, 1962 with its amendments in 1991 and 2000 supported by
the Copyright Rules, 1967 are the applicable copyright law in Pakistan. Pakistan is a
member of the Berne Copyright Union and by virtue of the International Copyright
Order 1968, issued under the Copyright Ordinance, 1962, therefore, any work which
is published in a country which is a member of the Berne Copyright Union and the

3 https://www.wipo.int/treaties/en/ip/berne/, Web accessed: 8" April, 2019.
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Universal Copyright Convention will have protection under the Copyright Ordinance
1962. Different types of work are protected under the Ordinance such as literary,
including, computer programmes; dramatic; musical; artistic including drawings,
maps, photographs and architectural; cinematographic and records.

3. Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS,
effective 1995.)

The TRIPS Agreement, which came into effect on January 1, 1995, is to date the most
comprehensive multilateral agreement on intellectual property.*

These international rules were formulated during the December, 1993 Uruguay
Round of the General Agreement on Tariffs and Trade (GATT) and entered into force
on January 1, 1995.

All member states agreed to re-write their national laws to conform to
internationally agreed norms for protecting patents, trademarks, copyrights,
industrial designs, and trade secrets.

OBJECTIVES AND THE MAIN FEATURES OF TRIPS AGREEMENT: >

e Internationalisation and unification of IP laws.

e Effective and speedy enforcement of IP rights across the globe.

e Safeguards against abuses. The procedures must not hinder the smooth flow of
trade in genuine goods (and should not create barriers to international trade.)

TRIPS AND PAKISTAN:
PRE-TRIPS POSITION

Pakistan, being a member of WTO and WIPO, is bound to bring its IP laws in
conformity with the requirements of TRIPS Agreement. Before this Agreement,
Pakistan had the following set of IP laws:

(i) Merchandise Marks Act, 1889
(ii) Patents & Designs Act, 1911
(iii) Trademarks Act, 1940

(iv) Copyright Ordinance, 1962

4 https://www.wto.org/english/tratop e/trips_e/intel2 e.htmi#tgeneralprovisions, Web accessed: 8" April,
2019.

5 Intellectual Property Rights Day: TRIPS agreement and its implications for Pakistan,
https://fp.brecorder.com/2005/04/20050426239010/, April 26, 2005, Web accessed: 8" April, 2019.

5|Page Intellectual Property Rights Course & Tool Kit


https://www.wto.org/english/tratop_e/trips_e/intel2_e.htm#generalprovisions
https://fp.brecorder.com/2005/04/20050426239010/,%20April

(v) Pakistan Penal Code, 1860 and
(vi) Customs Act, 1969

POST-TRIPS POSITION:

In order to fulfil its international obligations and to make its IP laws TRIPS-compliant, the
following new IPR laws were promulgated in Pakistan, which incorporate requisite
amendments in the light of TRIPS Agreement:

(i) Copyright Amendment Ordinance, 2000

(ii) Registered Layout-Designs of Integrated Circuits Ordinance, 2000
(iii) Registered Designs Ordinance, 2000,

(iv) Patents Ordinance, 2000, and

(v) The Trade Marks Ordinance, 2001
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International Treaties expected to be signed by Pakistan in 2019-2020

4. Patents - Patent Cooperation Treaty (PCT)

The Patent Cooperation Treaty (PCT) is an international patent law treaty, concluded in
1970. It provides a unified procedure for filing patent applications to protect inventions
in each of its contracting states.

The Patent Cooperation Treaty (PCT) assists applicants in seeking patent protection
internationally for their inventions, helps patent offices with their patent granting
decisions, and facilitates public access to a wealth of technical information relating to
those inventions. By filing one international patent application under the PCT, applicants
can simultaneously seek protection for an invention in a very large number of countries.®

Advantages of PCT:

e Brings the world within reach;

e Streamlines the process of fulfilling diverse formality requirements;

e Postpones the major costs associated with seeking multinational patent
protection;

e Provides a strong basis for patenting decisions; and

e |s used by the world’s major corporations, research institutions and universities
when they seek multinational patent protection.

5. Trade Marks - Madrid Protocol

The Protocol Relating to the Madrid Agreement Concerning the International
Registration of Marks — the Madrid Protocol — provides a cost-effective and efficient
way for trademark holders to ensure protection for their marks in multiple countries
through the filing of one application with a single office, in one language, with one set
of fees, in one currency. Moreover, no local agent is needed to file the application.

6 https://www.wipo.int/pct/en/, Web accessed: 8" April, 2019.
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Madrid — The International Trademark System

The Madrid System is a convenient and cost-effective solution for registering and
managing trademarks worldwide. File a single application and pay one set of fees to
apply for protection in up to 120 countries. Modify, renew or expand your global
trademark portfolio through one centralized system. ’

6. Copyright - The Marrakesh Treaty

The WIPO-administered Marrakesh Treaty makes the production and international
transfer of specially-adapted books for people with blindness or visual impairments
easier. It does this by establishing a set of limitations and exceptions to traditional
copyright law.

The Treaty was signed in Marrakesh on June 27, 2013, and came into force on
September 30, 2016.8

7 https://www.wipo.int/madrid/en/, Web accessed: 9" April, 2019.
8 https://www.wipo.int/marrakesh treaty/en/, Web accessed: 9t April, 20109.
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